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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In each of claims 1-3, the term "can" renders the claims indefinite because it is 
unclear whether element Y is actually meant to be present or not. It is suggested that 
"can" be replaced with "is." 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Dones (US 
6,540,942) in view of the evidence given by Gross (US 5,827,453, cited in the IDS of 
06/15/2004). 

Dones discloses a coating composition (see for example claim 18, column 7). 
Although Dones does not explicitly disclose its intended use for a metal container 
coating, in the present case intended use is given no patentable weight. The 
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examiner's position is supported by case law, which holds that "where a patentee 
defines a structurally complete invention in the claim body and uses the preamble only 
to state a purpose or intended use for the invention, the preamble is not a claim 
limitation." Rowe v. Dror, 112 F.3d 473, 478, 42 USPQ2d 1550, 1553 (Fed. Cir. 1997) 
and MPEP 21 1 1 .02. The use of a pigment in the coating composition is disclosed by 
Dones (column 4, lines 30-33). Dones further describes the product of two reactants, 
the first, formula I being R 4 (Y) 3 (column 1 , lines 32-39) where R 4 is an alkanetriyl group 
containing 3 to 10 carbon atoms and Y is a halogen or the combination of a halogen 
and an epoxy oxygen. Formula II, the second reactant disclosed is 
R 3 (EO) n (PO) m (BO)pX (column 1,. lines 41-54) where R 3 is an organic oxy or thio group 
having 1 to 36 carbon atoms. X is hydrogen, a mercapto group, an amino group, or a 
CrC 6 alkylamino group, and n, m, and p are all 0 to 50. The elements EO, PO, and BO 
are ethylene oxide, propylene oxide, and butylene oxide respectively (column 2, lines 7- 
10). It is recognized that EO, PO, and BO are in fact the same thing as ethyleneoxy, 
propyleneoxy, and butyleneoxy respectively. Dones also teaches a mole ratio of 
formula l:ll of 0.4:1 to 2:1 (column 1, lines 62-65), which clearly overlaps the instantly 
claimed mole ratio. It is the examiner's position that a base-catalyzed reaction of 
formulas II and I is implicit in Dones since Dones incorporates a reaction process 
disclosed by Gross (column 3, lines 41-43). In particular, Gross teaches a base 
catalyzed reaction of formulas I and II in Example I (column 4). In light of the above it is 
clear that Dones anticipates the present claim. 
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5. Claim 2 is rejected under 35 U.S.C. 102(b) as being anticipated by Wiggins (US 
6,387,962). 

Wiggins discloses a composition comprised of a defoamer and a lubricating oil 
(column 2, lines 18-37). Although a defoamer is not explicitly recited in the present 
claim, it is noteworthy that Wiggins* defoamer is a product of two reactants, such that 
the first reactant is disclosed as epichlorohydrin (column 1, lines 35-37), which clearly 
overlaps formula I of the instant claim 2. Wiggins discloses the second reactant, shown 
in Example 1 (column 3), as a decyl alcohol ethoxylated with ethylene oxide. This 
compound clearly overlaps formula II of the instant claim 2 when X is oxygen and Y is 
hydrogen in formula II. The reaction between the two elements is disclosed as base- 
catalyzed (see Example 1, column 3). The mole ratio between epichlorohydrin and the 
second reactant is disclosed as 0.6:1 to 2:1, which clearly falls within the range stated in 
the instant claim. Although Wiggins does not explicitly disclose the intended use of the 
defoamer for a metalworking lubricant, in the present case intended use is given no 
patentable weight. The examiner's position is supported by case law, which holds that 
"where a patentee defines a structurally complete invention in the claim body and uses 
the preamble only to state a purpose or intended use for the invention, the preamble is 
not a claim limitation." Rowe v. Dror, 112 F.3d 473, 478, 42 USPQ2d 1550, 1553 (Fed. 
Cir. 1 997) and MPEP 21 1 1 .02. In light of the above it is clear that Wiggins anticipates 
the present claim. 

6. Claim 3 is rejected under 35 U.S.C. 102(b) as being anticipated by US patent of 
Kaylo (6,290,830). 
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Kaylo teaches an aqueous electrodepositable composition (column 1, lines 21- 
23) comprising a film-forming material (column 5, line 66 through column 6, line 5). The 
disclosed film-forming material contains epihalohydrins reacted with polyhydric alcohols 
in a base catalyzed reaction (column 8, lines 53-58). It is the examiner's position that 
the epihalohydrins and polyhydric alcohol fall within the scope of formulas I and II in the 
present claim. Specified examples of polyhydric alcohols include ethylene glycol and 
polyoxyalkylene glycol (column 9, lines 1-7). An epihalohydrin, such as epichlorohydrin, 
satisfies the conditions of formula I of the instant claim 3. Referring to formula II in the 
instant claim 3, when n is equal to zero, Y is hydrogen, X is oxygen, and R 2 is the 
residue of ethyl alcohol (i.e. HOCH 2 CH 2 -), the resultant compound is ethylene glycol. 
When n does not equal zero, a polyoxyalkylene glycol is produced. The present 
electroplating composition disclosed by Kaylo contains a lead metal ion (see Example 1, 
column 13), hence the claimed requirement of metal is met (which, incidentally includes 
metal ions, see pg. 27 of spec). In light of the above it is clear that Kaylo anticipates the 
present claim. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/700,167 Page 6 

Art Unit: 1714 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Larsen 

(US 2,375,007) in view of Dones (US 6,540,942). 

Larsen discloses a composition of a defoamer and a lubricating oil (column 1 , 
lines 42-54) that is used as a lubricant in various machines (column 1 , lines 11-41 and 
48-54). This combination reduces the amount of foam and froth build-up in engines that 
can cause vapor locking of the pressure pumps and a decrease in oil pressure (column 
1, lines 10-41). Not only does Larsen teach the lubricant oil, i.e. component (A) of the 
instant claim, he also teaches the combination of the lubricant oil and the defoamer in a 
nonaqueous solution (column 3, lines 51-56) However, Larsen's "defoamer" is not the 
same as the base-catalyzed reaction product in the instant claim 2. 

Dones, as stated in paragraph 4 is incorporated here by reference, discloses a 
defoamer composition which is relevant to the present invention in that it is identical to 
the base-catalyzed reaction product in the present claim. Dones teaches the use of the 
defoamer as a coating composition (see claim 18, column 7) and, in particular, states 
the defoamer to be an excellent coating composition by also acting as a flow and 
leveling agent (column 4, lines 46-57). Given that coating compositions encompass 
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lubricants, where the advantage imparted by flow and leveling agents would be 
beneficial, it therefore would have been obvious to combine a lubricating oil, such as 
that disclosed by Larsen, with the defoamer composition disclosed by Dones. 

9. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kaylo (US 
6,290,830) in view of Dones (6,540,942). 

The discussion of Kaylo and Dones as set forth in paragraph 6 and 4, 
respectively, are incorporated here by reference. Kaylo discloses an electrodepositable 
composition where a polyhydric alcohol reacts with an epihalohydrin. However the 
polyhydric alcohol is not substituted with a terminal amino or mercapto group. Dones 
teaches a defoamer that is actually a base-catalyzed reaction product of a polyhydric 
alcohol, within the scope of substituting with a terminal amino, mercapto, or Ci-C 6 
alkylamino group, and an epihalohydrin. The reaction product disclosed by Dones is 
taught as an excellent coating composition by also acting as a flow and leveling agent 
(column 4, lines 46-57). Since Kaylo and Dones both teach a base-catalyzed reaction 
product, and the product disclosed by Dones is excellent and effective, it therefore 
would have been obvious at the time of the invention to replace the polyhydric alcohol 
disclosed by Kaylo by the substituted polyhydric alcohol taught by Dones, for the 
advantage described by Dones. 

10. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kaylo (US 
6,290,830) in view of Dones (6,540,942) and Deresh (US 4,849,059). 

The discussion of Kaylo and Dones as set forth in paragraph 6 and 4, 
respectively, are incorporated here by reference. Kaylo discloses an aqueous 
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electrodepositable composition comprised of a metal. Dones teaches a defoamer that 
is actually a base-catalyzed reaction product, and clearly overlaps on component (B) of 
the instant claim 3. Dones 1 defoamer is disclosed as providing excellent defoaming 
actions (column 4, lines 47-57). Deresh teaches electrodeposition of tin and lead with 
an aqueous electroplating bath comprised of a bath soluble metal salt and a defoaming 
agent (column 2, lines 42-54). Deresh discloses that defoaming agents are an 
advantageous addition to an electroplating composition, as they reduce foam formation, 
which can cause non-uniform plating (column 1, lines 57-63). Therefore, the further 
addition of a defoamer to the electroplating composition disclosed by Kaylo would be 
advantageous. Since Dones discloses an excellent defoamer, it would be obvious to 
include this defoamer in the electroplating composition taught by Kaylo. 
1 1 . Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kaylo (US 
6,290,830) in view of Gross (US 6,532,973). 

The discussion of Kaylo as set forth in paragraph 6 is incorporated here by 
reference where Kaylo discloses an electrodepositable composition of a polyhydric 
alcohol reacting with an epihalohydrin. However the polyhydric alcohol is not 
substituted with a terminal amino or mercapto group. Gross teaches an aqueous 
defoamer that is actually the base-catalyzed reaction product of two elements, R 4 (Y) 3 
and R 3 (EO) n (PO) m (BO)pX. It is disclosed that R 4 is an alkanetriyl group containing 3 to 
10 carbon atoms, Y is a halogen atom or a combination of a halogen and an epoxy 
group, R 3 is an aliphatic oxy group having 1 to 36 carbon atoms, X is hydrogen or a 
mercapto or amino group, and n, m, and p are each from 0 to 50 (column 1, line 58 
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. through column 2, line 62). The elements EO, PO, and BO are ethylene oxide, 
propylene oxide, and ( butylene oxide respectively (column 2, lines 25-27). It is 
recognized that EO, PO, and BO are in fact the same thing as ethyleneoxy, 
propyleneoxy, and butyleneoxy respectively. Therefore, it is clear that R 4 (Y) 3 clearly 
overlaps formula I in the instant claim 3. As for formula II in the instant claim, the 
element R 3 (EO) n (PO) m (BO) p X, as disclosed by Gross, clearly overlaps. The reaction of 
the two elements as disclosed by Gross is base-catalyzed (see Example 1 , column 12), 
and within a mole ratio of 0.2:1 to 5:1 (column 2, lines 19-22), which clearly overlaps the 
instant claimed 3. Therefore, Gross teaches a polyhydric alcohol, capable of a terminal 
substitution with an amino or mercapto group. The reaction product, as taught by 
Gross, is disclosed as an excellent foam reducer in a wide range of applications 
(column 11, lines 23-49). Since Kaylo and Gross both teach a base-catalyzed reaction 
product, and the product disclosed by Gross is excellent and effective, it therefore would 
have been obvious at the time of the invention to replace the polyhydric alcohol, 
disclosed by Kaylo by the substituted polyhydric alcohol taught by Gross, for the 
advantage described by Gross. 

12. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kaylo (US 
6,290,830) in view of Gross (US 6,532,973) and Deresh (US 4,849,059). 

The discussion of Kaylo and Gross as set forth in paragraph 6 and 11, 
respectively, are incorporated here by reference. Kaylo discloses an aqueous 
electrodepositable composition comprised of a metal. Gross teaches an aqueous 
defoamer that is actually a base-catalyzed reaction product, and clearly overlaps on 
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component (B) of the instant claim 3. Gross 1 defoamer is disclosed as an excellent 
foam reducer in a wide range of applications (column 1 1 , lines 23-49). Deresh teaches 
electrodeposition of tin and lead with an aqueous electroplating bath comprised of a 
bath soluble metal salt and a defoaming agent (column 2, lines 42-54). Deresh 
discloses that defoaming agents are an advantageous addition to an electroplating 
composition, as they reduce foam formation, which can cause non-uniform plating 
(column 1 , lines 57-63). Therefore, the further addition of a defoamer to the 
electroplating composition disclosed by Kaylo would be advantageous. Since Gross 
discloses an excellent defoamer, it would be obvious to include this defoamer in the 
electroplating composition taught by Kaylo. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Wiggins (US 6,123,990) teaches a lubricant composition 
comprised of a polyether and epichlorohydrin. Hsu (US 4,765,871) teaches an 
electroplating composition with the presence of a polyoxyalkylated compound. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amy T. Lang whose telephone number is 571-272-9057. 
The examiner can normally be reached on M-F 8:30am-5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



ftTL 
Amy T. Lang 



04/07/2006 
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